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Application No. 10/078,815 
Pre-Appeal Brief 



1. There is a clear error in the Examiner's outstanding rejection of independent claims 7 and 
34 because the applied references do not disclose or suggest at least the limitations of step (d) 
"automatically conducting one or more performance tests using the selected network 
configuration settings during the established network connection ," and step (e) "repeating 
steps (c) and (d) for one or more other groups of network configuration settings during the 
established network connection " 

The Examiner relies upon the combination of Rehkopf and Tate as allegedly 
disclosing these two claim limitations. Applicants fully responded to the Examiner's 
rejection in Applicants' "Amendment Accompanying RCE" filed March 28, 2007, hereafter, 
referred to as "the 3/28/07 Amendment." 1 See sections 1-4 on pages 12-16 of the 3/28/07 
Amendment, particularly, section 4. Accordingly, Applicants will not repeat these arguments. 

In sections 5-9 on pages 10-12 of the outstanding rejection, the Examiner responded 
to these arguments. However, none of the Examiner's responses refute Applicants' 
arguments. The responses are addressed as follows in accordance with their respectively 
numbered paragraphs in the outstanding rejection: 

6. The Examiner's analysis of the applied references was based on the combination of 
the references as applied by the Examiner , particularly, the manner in which the Examiner 
modified Rehkopf based on the disclosures in Tate (see the first full paragraph on page 17 of 
the 3/28/07 Amendment 2 ). Applicants did not attack the references individually. Thus, the 
Examiner's citation of well-established case law that such an attack on the applied references 
is improper is not relevant to this matter. 

7. Applicants did not argue that Rehkopf and Tate are "nonanalogous art." Again, see 
the first full paragraph on page 17 of the 3/28/07 Amendment where Applicants implicitly 
state that no such argument is being made. 

8. Applicants argued that Rehkopf and Easty are non-analogous art in traversing the 
rejection of dependent claims 13 and 40. This argument is discussed in further detail below. 
However, this argument has nothing to do with the rejection of independent claims 7 and 34, 
which was not based on Easty. 

1 The Pre-Appeal guidelines request that prior submissions be referred to by paper number. However, no paper 
numbers are available to Applicants, nor does any other paper numbering scheme appear on the USPTO's PAIR 
web site. 

"To summarize, Applicants are not asserting that Rehkopf cannot be modified based on disclosures in Tate. 
Instead, Applicants are asserting that the modifications suggested by Tate would not lead to Applicants' claimed 
invention. The following table summarizes Applicants' arguments set forth above." (first full paragraph on page 
17 of the 3/28/07 Amendment) 
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9. The Examiner has correctly identified the case law principles regarding hindsight as 
discussed in MPEP 2145, Section X. Part A. However, Applicants' argument is that the 
modifications to Rehkopf were made solely based on knowledge gleaned only from 
applicant's disclosure , and not knowledge gleaned from Tate. The rejection is thus a textbook 
example of improper hindsight reconstruction of Applicants' invention. Stated another way, 
the Examiner did not merely use knowledge which was within the level of ordinary skill in 
the art at the time the claimed invention was made to modify Rehkopf. Use of such 
knowledge is entirely permissible for hindsight reconstruction of the claimed invention. 
Specifically, as discussed on pages 16-17 of the 3/28/07 Amendment, 



Furthermore, a base reference cannot be modified if doing so would 
destroy its intended manner of operation. MPEP 2143.01 . The 
Examiner's proposed modification to Rehkopf would clearly destroy 
Rehkopf s intended manner of operation and thus is improper. 
Specifically, the Examiner's proposed modification to Rehkopf would 
require eliminating Rehkopf's initial set of values and different floating 
variables, and replacing it with different groups of network configuration 
settings. Rehkopf's invention concept is summarized in the Abstract 
which reads as follows... This invention concept, including the concept 
of a "floating variable," is repeated throughout the entire disclosure and 
claims in Rehkopf. While it theoretically might be possible to use 
different groups of network configuration settings and maintain the 
floating variable concept in Rehkopf, there is no suggestion in either 
of the applied references regarding how this would be done. 
Furthermore, such a modification would clearly be an improper 
hindsight reconstruction of Applicants' invention, (underlining in the 
original, bolded and italicizing added for emphasis) 

In sum, the Examiner used the claimed invention as a roadmap to modify Rehkopf in a 
manner that was nowhere disclosed or suggested by the prior art of record. 

Regarding the arguments to claims 7 and 34, the Examiner asserts that column 2, line 
21 through column 3, line 11 discloses conducting performance tests during the established 
network connection . Here, the Examiner misconstrued Applicants' argument presented in 
section 3 on page 15 of the 3/28/07 Amendment. The performance tests that are run by 
Rehkopf during an established network connection are not run using a plurality of groups of 
network configuration settings, as required by claims 7 and 34. To the contrary, Rehkopf's 
floating variable and fixed other system performance variables teaches away from this claim 
limitation. Likewise, modifying Rehkopf in view of Tate would also not lead to a system that 



-2- 



Application No. 10/078,815 
Pre-Appeal Brief 

would meet this claim limitation for at least the reasons given in section 3 on page 15 of the 
3/28/07 Amendment. 

In sum, the Examiner has failed to rebut Applicants' explanation of why the above- 
highlighted limitations in claims 7 and 34 are not disclosed or suggested by the applied 
references. 

2. There is a clear error in the Examiner's Final Rejection of claims 13 and 40 because Easty 
is non-analogous prior art, and thus cannot be properly combined with Rehkopf to provide 
the limitations of these claims 

The Examiner relies upon Easty as allegedly disclosing the limitations of claims 13 
and 40. Applicants fully responded to the Examiner's rejection in sections 5-6 (pages 17-19) 
of the 9/5/07 Amendment. Section 5 explains why these references are believed to be in non- 
analogous art areas. Accordingly, Applicants will not repeat these arguments. 

In section 8 on page 1 1 of the outstanding rejection, the Examiner responded that 
Rehkopf and Easty are analogous prior art because both relate to "data transferred over a 
network." While the Examiner has properly identified the well-known test for "analogous 
art," the Examiner's explanation that both relate to "data transferred over a network" is an 
overly broad characterization of the references that bears no relationship to the claim 
limitation that led the Examiner to rely upon Easty. Millions of prior art references relate to 
"data transferred over a network." However, having this fact in common does not provide 
sufficient motivation to identify all such references as being analogous art for purposes of 
combining such references to meet any limitations in a claim, including limitations that do 
not relate to network data communications. The Examiner's reasoning is no different in 
nature than arguing that all references that have "computers" or "memory" in them are 
analogous art, and thus are properly combinable to meet claim limitations that have nothing 
to do with computers or memory. 

3. There is a clear error in the Examiner's Final Rejection of the dependent claims. 

The dependent claims are believed to be allowable because they depend upon 
respective allowable independent claims, and because they recite additional patentable steps. 
Specific additional patentable steps in dependent claims 13 and 40 are highlighted above. 
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4. Each of the clear errors identified above highlights the Examiner's omission of one or 
more essential elements needed for a prima facie rejection. 

5. None of the arguments above depend upon interpretations of prior art teachings or claim 
scope issues. For at least the reasons set forth above, all of the outstanding rejections should 
be withdrawn. 
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